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DETAILED ACTION 

1 . This Office Action is the answer to the communication filed on June 4, 2001 , 
which paper has been placed of record in the file. 

2. Claims 1-29 are pending in this application. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title, 

4. Claim 12 is rejected under 35 U.S.C 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims, as presently claimed and best understood were reconsidered in light 
of the "Examination Guidelines for Computer-Related Inventions" and were found to be 
non-statutory. Discussion of the analysis of the claims under the guidelines follows. 

As to claim 12, the claimed invention is implemented as Functional Descriptive 
Material Per Se. "A computer program" is considered as functional descriptive material, 
and "a computer program" recited in the claim is not recorded on some computer- 
readable medium. When functional descriptive material is recorded on some computer- 
readable medium it becomes structurally and functionally interrelated to the medium 
and will be statutory in most cases since use of technology permits the function of the 
descriptive material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data structure stored on a computer 



Application/Control Number: 09/873,530 Page 3 

Art Unit: 3628 

readable medium that increases computer efficiency held statutory) and Warmerdam, 
33 F.3d at 1360-61 , 31 USPQ2d at 1759 (claim to computer having a specific data 
structure stored in memory held statutory product-by-process claim) with Warmerdam, 
33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory 

Therefore, the claim is non-statutory, because it is directed solely to Functional 
Descriptive Material Per Se. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-17 and 19-29 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Johnson, U.S. Patent No. 6,535,726. 

Regarding to claim 1, Johnson discloses a service presenting apparatus for 
presenting predetermined service in accordance with an operation of the user, 
comprising: 

input means for inputting access information of a portable terminal (figure 1A and 
column 4, lines 25-35, the POS 110 includes a local communications interface 184 
adapted for localized communication with the cellular telephone 140); 
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access means for effecting terminal in accordance with the access to said 
portable access information inputted by said input means (column 5, lines 40-50, the 
IKD 130 is adapted to recognize whether a given cellular telephone 140 is associated 
with an approved supporting cellular network 160); 

receiving means for receiving predetermined information from said portable 
terminal by effecting the access to the user's portable terminal via said access means 
(column 5, lines 50-55, the IKD 130 transmits a message containing notice to the 
cellular phone 140 for displaying to the customer, the IKD would prompt the customer to 
utilize alternate payment means); and 

processing means for effecting predetermined processing in accordance with the 
predetermined information (column 6, lines 5-12, if the transaction is not authorized, the 
IKD 130 transfers an appropriate message to the cellular telephone 140 for displaying to 
the customer). 

Regarding to claim 2, Johnson further discloses wherein said predetermined 
service is input/output of an image (column 5, lines 50-55). 

Regarding to claim 3, Johnson further discloses wherein said predetermined 
processing is charge processing (column 6, lines 12-23). 

Regarding to claim 4. Johnson further discloses wherein said predetermined 
information is authentication regarding payment for the predetermined service (column 
6. lines 3-23). 

Regarding to claim 5, Johnson further discloses wherein the authentication 
regarding payment for the predetermined service is authentication regarding deduction 
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of payment for said predetermined service from user's account of a banking organ to 
which he contracts regarding his portable terminal (column 6, lines 17-23). 

Claims 6-10 are written in method claims that contain similar limitations found in 
claims 1-5 above, therefore, are rejected by the same rationale. 

Claims 11-12 are written in computer medium and computer program and 
contain similar limitations found in claim 1 above, therefore, are rejected by the same 
rationale. 

Regarding to claim 13, Johnson discloses a network system in which a server 
computer and a terminal is interconnected via a network and which is designed to 
present predetermined service in accordance with an operation of the user (figure 1A 
and column 5, lines 5-15, the supporting cellular network 160 and POS 110 
interconnected via cellular link or standard telephone lines, or network links), 
comprising: 

charge processing means for effecting processing for deducting the charge from 
user's account of a banking organ to which he contracts regarding his portable terminal 
(column 6, lines 12-23, if the transaction is authorized, the IKD 130 receives transaction 
total information from the POS 110 and transfers to the supporting cellular network 160, 
the supporting cellular network 160 then processes the transaction charges against the 
customer account associated with the cellular telephone 140). 

Regarding to claim 14, Johnson further discloses wherein said charge processing 
means effects. 
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processing for requesting input of access information to the user's portable 
terminal via said terminal (figure 1A and column 4, lines 25-35, the POS 110 includes a 
local communications interface 184 adapted for localized communication with the 
cellular telephone 140); 

processing for effecting access to said user's portable terminal via in accordance 
with the access information (column 5. lines 40-50, the IKD 130 is adapted to recognize 
whether a given cellular telephone 140 is associated with an approved supporting 
cellular network 160); and 

processing for deduction of charge effecting authentication regarding from user's 
account of a banking organ to which he contracts regarding his portable terminal, by 
effecting the access to said user's portable terminal (column 6, lines 17-23, the 
supporting cellular network 160 then processes the transaction charges against the 
customer account associated with the cellular telephone 140. 

Regarding to claim 15, Johnson further discloses wherein a terminal of a contract 
company to which he contracts regarding his portable terminal is connected to said 
network, and further comprising notifying means for notifying the authentication to said 
terminal of the contract company (column 6, lines 12-23. if the transaction is authorized, 
the IKD 130 receives transaction total information from the POS 110 and transfers to 
the supporting cellular network 160). 

Regarding to claim 16, Johnson further discloses wherein said portable terminal 
is a cellular phone (figure 1 A. the cellular phone 140), 



Application/Control Number: 09/873,530 Page 7 

Art Unit: 3628 

Regarding to claim 17. Johnson further discloses wherein said predetermined 
service is information presenting service for acquiring information from said server 
computer (column 4, lines 55-column 5, line 5). 

Regarding to claim 19, Johnson further discloses wherein the network system is 
connected to an external device via said network, and said charge processing means 
receives, from said external device, the authentication regarding deduction of charge 
from user's account of the banking organ to which he contracts regarding his portable 
terminal effected by said external device (column 5, lines 15-27, an outside billing 
network 196), 

Regarding to claim 20, Johnson further discloses wherein selection can be made 
between a system in which the charge is deducted from the user's account of the 
banking organ to which he contracts regarding his portable terminal and other system 
(column 6, lines 3-23). 

Claims 21-25 contain similar limitations found in claims 13, 14, 16, 17, 20 above, 
therefore, are rejected by the same rationale. 

Claims 26-29 contain similar limitations found in claim 13 above, therefore, are 
rejected by the same rationale. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson, 
U.S. Patent No. 6,535,726. 

Regarding to claim 18, Johnson does not disclose wherein said terminal has print 
means for printing out the information acquired from said server computer. However, it 
is well known in the art that the terminal has print means for printing out the information 
acquired from said server computer. For example, POS terminal contains a printer for 
printing receipts for customers. Therefore, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to modify Johnson to include 
a print means in Johnson POS terminal, for the purpose of providing transaction 
information to customers. 

Conclusion 

9. Claims 1 -29 are rejected. 

10. The prior arts made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Rudisill (US 6,816.721) discloses system and method for enabling the purchase 
of products and services suing a prepaid account associated with a wireless telephone. 

Griffith (US 6,195,542) discloses a method for utilizing a wireless telephone to 
function as a transaction device in conjunction with central computer that establishes 
the validity of the wireless telephone to make transactions. 
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1 1 . Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to examiner Nga B. Nguyen whose telephone number is 
(571) 272-6796. The examiner can normally be reached on Monday-Thursday from 
9:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on (571) 272-6799. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-3600. 

1 2. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
C/o Technology Center 3600 
Washington, DC 20231 

Or faxed to: 

(571) 273-8300 (for formal communication intended for entry), 

or 

(571 ) 273-0325 (for informal or draft communication, please label 
"PROPOSED" or "DRAFT"). 

Hand-delivered responses should be brought to Knox building, 501 Dulany 
Street, Alexandria, VA, First Floor (Receptionist). 

March 1.2006 
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